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DETAILED ACTION 
Claim Objections 

1 . Claim 25 is objected to because of the following informalities: there is a 
typographical error at the end of line 2. The Examiner requests that Applicant remove 
the following: "; and". Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

2. Claims 1-3 and 5-35 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

(A) In the present case, claims 1- 3 and 5-15 only recite an abstract idea. The recited 
steps of exemplary claim 1 of merely determining an address for a location where 
information regarding a product is available, providing data indicative of said address to 
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an entity that can provide said product, receiving information regarding a recipient of 
said product, and updating said information regarding said product does not apply, 
involve, use, or advance the technological arts since all of the recited steps can be 
performed in the mind of the user or by use of a pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention provides information regarding a product. Although the recited process 
produces a useful, concrete, and tangible result, since the claimed invention, as a 
whole, is not within the technological arts as explained above, claims 1-3 and 5-15 are 
deemed to be directed to non-statutory subject matter. 

(B) In the present case, claims 16-21 only recite an abstract idea. The recited steps of 
exemplary claim 16 of merely determining an address for a location, wherein 
information regarding a product available via a prescription can be found at said location 
without additional routing, receiving a prescription to provide said product to a recipient, 
creating packaging for said product that includes said address, and providing said 
product with said packaging does not apply, involve, use, or advance the technological 
arts since all of the recited steps can be performed in the mind of the user or by use of a 
pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention provides information regarding a product. Although the recited process 
produces a useful, concrete, and tangible result, since the claimed invention, as a 
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whole, is not within the technological arts as explained above, claims 16-21 are deemed 
to be directed to non-statutory subject matter. 

(C) In the present case, claims 22-26 only recite an abstract idea. The recited steps of 
exemplary claim 22 of merely determining an address for a location, wherein 
information regarding a product can be found at said location without additional routing 
and providing data indicative of said address to an entity that can provide said product 
does not apply, involve, use, or advance the technological arts since all of the recited 
steps can be performed in the mind of the user or by use of a pencil and paper. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention provides information regarding a product. Although the recited process 
produces a useful, concrete, and tangible result, since the claimed invention, as a 
whole, is not within the technological arts as explained above, claims 22-26 are deemed 
to be directed to non-statutory subject matter. 

(D) In the present case, claims 27-35 only recite an abstract idea. The recited steps of 
exemplary claim 27 of merely establishing a location for information regarding a person, 
allowing said person to partition access to said information, receiving a request to 
provide access to a portion of said information to a party, and providing access to said 
portion of said information by said party if such access is authorized does not apply, 
involve, use, or advance the technological arts since all of the recited steps can be 
performed in the mind of the user or by use of a pencil and paper. 
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Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention provides information regarding a product. Although the recited process 
produces a useful, concrete, and tangible result, since the claimed invention, as a 
whole, is not within the technological arts as explained above, claims 27-35 are deemed 
to be directed to non-statutory subject matter. 

(E) Regarding claim 37, the Examiner interprets the instructions of the "computer 
program product in a computer readable medium" recited in the claim to be executed on 
a computer. As such, the claim is statutory. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-6, 8-15, and 22-37 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Abreu (US 2001/0056359 A1). 

(A) Referring to claim 1, Abreu discloses a method for providing information regarding a 
product, comprising (see abstract of Abreu): 
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determining an address for a location where information regarding a product is 
available (para. 29 of Abreu); 

providing data indicative of said address to an entity that can provide said 
product (para. 27 and para. 159 of Abreu); 

receiving information regarding a recipient of said product (para. 246 of Abreu); 

and 

updating said information regarding said product based, at least in part, on said 
information regarding a recipient (para. 223 of Abreu). 

(B) Referring to claim 2, Abreu discloses wherein said determining an address for a 
location where information regarding a product is available includes at least one of the 
following: associating a URL with said location; determining a link to said information; 
associating a telephone number with said location; determining a World Wide Web site 
at which the information can be found; determining a database at which the information 
can be found; receiving data indicative of said address and said location; and selecting 
said address from among a plurality of available addresses (para. 309 of Abreu). 

(C) Referring to claim 3, Abreu discloses wherein said providing data indicative of said 
address to an entity that can provide said product includes at least one of the following: 
sending an electronic communication including said data to said entity; and allowing 
said entity to retrieve said data (para. 27 of Abreu). 

(D) Referring to claims 4 and 5, Abreu discloses wherein said receiving information 
regarding a recipient of said product includes receiving an electronic communication 
from said recipient, said electronic communication including at least a portion of said 
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information regarding a recipient of said product (para. 228 of Abreu) and wherein said 
updating said information regarding said product based, at least in part, on said 
information regarding a recipient includes receiving information regarding use of said 
product from said recipient and updating said information regarding said product 
accordingly (para. 223 and para. 256 of Abreu). 

Insofar as the claim recites "at least one of," it is immaterial whether or not the 
other elements are also disclosed. 

(E) Referring to claim 6, Abreu discloses wherein each of a plurality of recipients of said 
product can receive a unique address to a location where information regarding said 
product is available (para. 309 of Abreu). 

(F) Referring to claims 8 and 9, Abreu discloses wherein said product is available via 
prescription and wherein said product is a drug (para. 127 and para. 133 of Abreu). 

(G) Referring to claim 10, Abreu discloses wherein said location includes at least one of 
the following: a call center; a Web page; and a database (para. 309 of Abreu). 

(H) Referring to claim 1 1 , Abreu discloses wherein said address includes at least one of 
the following: a telephone number; and a URL (para. 309 of Abreu). 

(I) Referring to claim 12, Abreu discloses wherein said information includes information 
regarding use of said product (para. 292 of Abreu). Insofar as the claim recites "at least 
one of," it is immaterial whether or not the other elements are also disclosed. 

(J) Referring to claim 13, Abreu discloses wherein said product is a drug and said 
information includes information regarding use of said product (para. 292 of Abreu). 
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Insofar as the claim recites "at least one of," it is immaterial whether or not the other 
elements are also disclosed. 

(K) Referring to claim 14, Abreu discloses receiving information regarding use of said 
product from said recipient (para. 292 of Abreu). Insofar as the claim recites "at least 
one of," it is immaterial whether or not the other elements are also disclosed. 
(L) Referring to claim 15, Abreu discloses establishing said location (para. 309 of 
Abreu). 

(M) Referring to claim 22, Abreu discloses a method for providing information regarding 
a product, comprising (see abstract of Abreu): 

determining an address for a location, wherein information regarding a product 
can be found at said location without additional routing (para. 309 of Abreu); and 

providing data indicative of said address to an entity that can provide said 
product (para. 27 and para. 159 of Abreu). 

(N) Referring to claim 23, Abreu discloses receiving information regarding use of said 
product from said recipient (para. 292 of Abreu). Insofar as the claim recites "at least 
one of," it is immaterial whether or not the other elements are also disclosed. 
(O) Referring to claim 24, Abreu discloses wherein said product is available by 
prescription (para. 127 of Abreu). 

(P) Referring to claim 25, Abreu discloses receiving information regarding a recipient of 
said product (para. 246 of Abreu). 

(Q) Referring to claim 26, Abreu discloses updating said information regarding said 
product based, at least in part, on said recipient (para. 223 of Abreu). 
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(R) Referring to claim 27, Abreu discloses a method for providing information regarding 
a product, comprising (see abstract of Abreu): 

establishing a location for information regarding a person (para. 255 of Abreu); 

allowing said person to partition access to said information; receiving a request to 
provide access to a portion of said information to a party; and providing access to said 
portion of said information by said party if such access is authorized (para. 143 and 
para. 303 of Abreu). 

(S) Referring to claim 28, Abreu discloses wherein said establishing a location for 
information regarding a person includes at least one of the following: establishing a Web 
page that includes said information; determining a link to a Web page that includes said 
information; establishing a secure database that includes said information; and 
establishing a telephone number with which said information can be retrieved (para. 309 
of Abreu). 

(T) Referring to claim 29, Abreu discloses wherein said allowing said person to partition 
access to said information includes allowing said person to control access to all of said 
information; allowing said person to allow access by another party to a portion of said 
information during a time period established by said person (para. 303 of Abreu). 
Insofar as the claim recites "at least one of," it is immaterial whether or not the other 
elements are also disclosed. 

(U) Referring to claim 30, Abreu discloses wherein said allowing said person to partition 
access to said information includes allowing said person to grant an ability to at least 
one other person to access said information (para. 303 of Abreu). Insofar as the claim 
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recites "at least one of," it is immaterial whether or not the other elements are also 
disclosed. 

(V) Referring to claim 31, Abreu discloses wherein said receiving a request to provide 
access to a portion of said information to a party includes at least one of the following: 
receiving an electronic communication containing said request; receiving said request 
from said person; and receiving said request from said party (para. 132 of Abreu). 
(W) Referring to claim 32, Abreu discloses wherein said providing access to said portion 
of said information by said party if such access is authorized includes allowing said 
party to retrieve said portion of information (para. 142 of Abreu). Insofar as the claim 
recites "at least one of," it is immaterial whether or not the other elements are also 
disclosed. 

(X) Referring to claim 33, Abreu discloses providing a notification to said person when 

access to any portion of said information is granted (para. 142 of Abreu). 

(Y) Referring to claim 34, Abreu discloses determining if said party is authorized to 

access said portion of said information (para. 302 of Abreu). 

(Z) Referring to claim 35, Abreu discloses wherein said request includes a password 

that allows access to said portion of information (para. 302 of Abreu). Insofar as the 

claim recites "at least one of," it is immaterial whether or not the other elements are also 

disclosed. 

(AA) Referring to claim 36, Abreu discloses a system for providing information regarding 
a product, comprising (see abstract of Abreu): 
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a memory; a communication port; and a processor connected to said memory 
and said communication port, said processor being operative to (Fig. 9, Fig. 5A, and 
para. 112 of Abreu): 

determine an address for a location where information regarding a product is 
available (para. 29 of Abreu); 

provide data indicative of said address to an entity that can provide said product 
(para. 27 and para. 159 of Abreu); 

receive information regarding a recipient of said product (para. 246 of Abreu); 

and 

update said information regarding said product based, at least in part, on said 
information regarding a recipient (para. 223 of Abreu). 

(BB) Referring to claim 37, Abreu discloses a computer program product in a computer 
readable medium for providing information regarding a product, comprising (see 
abstract and para. 38 of Abreu): 

first instructions for identifying an address for a location where information 
regarding a product is available (para. 29 of Abreu); 

second instructions for sending a notification indicative of said address to an 
entity that can provide said product (para. 27 and para. 159 of Abreu); 

third instructions for obtaining information regarding a recipient of said product 
(para. 246 of Abreu); and 

fourth instructions for revising said information regarding said product based, at 
least in part, on said information regarding a recipient (para. 223 of Abreu). 
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Claim Rejections - 35 (JSC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 7 and 16-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Abreu (US 2001/0056359 A1) in view of De La Huerga (US 2001/0028308 A1). 

(A) Referring to claim 7, Abreu does not expressly disclose wherein said entity can 
include said address on packaging associated with said product. 

De La Huerga discloses wherein said entity can include said address on 
packaging associated with said product (Fig. 29, Fig. 51, and para. 405 of De La 
Huerga). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of De La Huerga within Abreu. The motivation for 
doing so would have been to identify a location for reordering medication (para. 405 of 
De La Huerga). 

(B) Referring to claim 16, Abreu discloses a method for providing information regarding 
a product, comprising (see abstract of Abreu): 

determining an address for a location, wherein information regarding a product 
available via a prescription can be found at said location without additional routing and 
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receiving a prescription to provide said product to a recipient (para. 309 and para. 127 
of Abreu); 

Abreu does not expressly disclose creating packaging for said product that 
includes said address and providing said product with said packaging. 

De La Huerga discloses creating packaging for said product that includes said 
address and providing said product with said packaging (Fig. 29, Fig. 51, and para. 405 
of De La Huerga). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of De La Huerga within Abreu. The motivation for 
doing so would have been to identify a location for reordering medication (para. 405 of 
De La Huerga). 

(C) Referring to claim 17, Abreu discloses wherein said determining an address for a 
location, wherein information regarding a product available via a prescription can be 
found at said location without additional routing includes associating a URL with said 
location (para. 309 of Abreu). Insofar as the claim recites "at least one of," it is 
immaterial whether or not the other elements are also disclosed. 

(D) Referring to claim 18, Abreu discloses wherein said receiving a prescription to 
provide said product to a recipient includes receiving data indicative of said prescription 
(para. 127 of Abreu). Insofar as the claim recites "at least one of," it is immaterial 
whether or not the other elements are also disclosed. 

(E) Referring to claim 19, Abreu does not expressly disclose wherein said creating 
packaging for said product that includes said address includes at least one of the 
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following: providing a label on a container of said product, said label including said 
address; and providing said address on a container of said product. 

De La Huerga discloses wherein said creating packaging for said product that 
includes said address includes at least one of the following: providing a label on a 
container of said product, said label including said address; and providing said address 
on a container of said product (Fig. 29, Fig. 51 , and para. 405 of De La Huerga). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of De La Huerga within Abreu. The motivation for 
doing so would have been to identify a location for reordering medication (para. 405 of 
De La Huerga). 

(F) Referring to claim 20, Abreu discloses wherein said providing said product with said 
packaging includes distributing said product in said packaging (para. 123 of Abreu). 
Insofar as the claim recites "at least one of," it is immaterial whether or not the other 
elements are also disclosed. 

(G) Referring to claim 21, Abreu discloses establishing said location (para. 309 of 
Abreu). 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lena Najarian whose telephone number is 571-272- 
7072. The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




In 

9-30-05 



